
 

 

 

INFORMATION SHEET 

 

TRADE MARKS 

What is a trade mark? 

A short definition 

A trade mark is a sign used in business to indicate that goods or services come from a particular trader 
or service provider. A trade mark can be a phrase, word, letter, name, signature, numeric device, logo, 
colour, symbol, picture, aspect of packaging or shape, and even a scent or sound. It can consist of 
words or images alone or any combination of the above signs. Famous examples are the word "Coca-
Cola" and the Nike "swoosh" device. Cadbury engaged in a lengthy legal battle in Australia and the 
United Kingdom before finally succeeding in registering its distinctive purple as a colour trade mark for 
chocolate.  

A person who owns a trade mark in Australia may be able to stop other people using the same or a 
similar trade mark in Australia. Whether or not that person can prevent the use of that trade mark in 
other countries will depend on the law of those countries, and the person’s use or registration (or both) 
of the trade mark in those countries. 

Types of trade marks 

There are two types of trade marks: 

Registered trade marks 

Registered trade marks (commonly designated by ®) are trade marks registered under the Trade 
Marks Act 1995 (Cth) (Trade Marks Act) in Australia. A trade mark which is still undergoing the 
application process and hasn’t yet been registered may be designated with a ™ symbol. The owner of a 
registered trade mark has an exclusive monopoly right to use and to license others to use the mark for 
the goods and services in respect of which it has registration. (This is in addition to the remedies 
available to protect common law marks.)  



Arts 

Arts Law Centre of Australia  Information sheet – TRADE MARKS 

 

© Arts Law Centre of Australia 2013    2 
 

Common law trade marks 

A common law trade mark is an unregistered trade mark which has been used (such as a brand name 
or in advertising) in relation to certain goods or services to such an extent that it is recognised as 
distinguishing the goods and services of the business using that mark from those of other businesses. 
Even though it is not registered, in certain circumstances the law will prevent another trader from using 
the same or a similar trade mark in a way which is considered unfair. 

Choosing and protecting your trade mark 

Search before using a trade mark 

If you want to use a particular sign as a trade mark in relation to your business, you must first determine 
if anyone else has already obtained rights to that or a similar mark. If so, your use of the mark could 
expose you to liability for trade mark infringement or breaches of the Australian Consumer Law 
(Schedule 2 of the Competition and Consumer Act 2010 (Cth)). You can check for existing marks by 
searching: 

 the records of the Australian Trade Marks Office for applications and registrations for identical 
and similar signs. The Trade Marks Office is part of IP Australia, an Australian government 
agency which is responsible for the management of the trade mark registration system and 
maintains a database of registered, pending, lapsed and refused trade marks which you can 
search online yourself at IP Australia's website. Alternatively, you can request IP Australia to 
provide an assessment of the registrability of your trade mark using its TM Headstart service. 
There is a fee for this service. 

 the register of business and company names which can be accessed and searched on ASIC’s 
website. 

 directories such as the White and Yellow Pages and any other databases available, including 
directories relating to your particular industry 

 the internet using Google™ which may reveal business use of a name or brand in Australia 
which has not been registered as a trade mark or a business or company name. 

When conducting a search yourself remember to search phonetic and other variations on your trade 
mark, such as "phone" and "fone", "honey" and "hunny". Trade mark attorneys and intellectual property 
lawyers can conduct searches for you, although this can be costly.  

Why register a trade mark? 

It is not compulsory to register your trade mark but a registered trade mark: 

 gives its owner a relatively easy and cost efficient legal action against infringers using the same 
or a similar trade mark in relation to goods and/or services which are the same as or similar to 
the goods or services for which the trade mark is registered; 

 is property that can be easily bought, sold, mortgaged and licensed; and 

 is on the public record and so third parties who search the register are more likely to be deterred 
from adopting it or a similar sign 

 is a complete defence to any claim of trade mark infringement brought by another trade mark 
owner. 

file://ARTSERVE/DOCS/PUBLICATIONS/INFORMATION%20SHEETS/INFO%20SHEET%20TEMPLATE/pericles.ipaustralia.gov.au/atmoss/falcon.application_start
http://www.ipaustralia.gov.au/trademarks/tmhs_start.shtml
http://www.asic.gov.au/
http://www.asic.gov.au/
http://www.google.com/
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What can be registered as a trade mark? 

Under the Trade Marks Act any sign can be registered as a trade mark. A sign is defined to include: an 
image, phrase, letter, name, signature, word, numeric device, brand, heading, label, aspect of 
packaging, shape, colour, sound, or scent.  

Traditionally, artists have sought to register as trade marks the signs that they use as their logos or 
business names. The current definition of sign in the Act makes the protection conferred by trade mark 
registration potentially even more useful to artists and creators. For example, if a band had a particularly 
well known guitar riff, they may be able to register it as a trade mark in relation to the production of 
music. A sculptor may be able to register a particular sculpture as a trade mark in relation to the 
production of sculptures or provision of gallery services.  

When choosing a trade mark, it is important to select a sign which is: 

 distinctive and not merely descriptive, e.g. not "Indigenous Art Gallery" 

 easy to say and spell (if a word or phrase) 

 different from signs used by your competitors 

 not defamatory or misleading, e.g. don’t call your band "The Rolling Stones" if you are not Mick 
Jagger 

 not a geographical description or a common surname. 

Trade marks which are considered scandalous or contrary to law cannot be registered. 

Who can register a trade mark? 

Any legally recognised entity (including an individual or a company) can apply to register a trade mark. 
The applicant, however, must own the mark. 

Where the trade mark includes artwork, the copyright in that artwork must also be owned by the trade 
mark applicant. A trade mark applicant may therefore need to purchase the copyright in the artwork 
from its creator before applying to register that artwork as a trade mark. 

Registration for use in relation to specific classes of goods or services 

Trade marks can only be registered in respect of specific categories of goods or services. You should 
only seek trade mark registration for those categories of goods and/or services in respect of which you 
are using, or realistically Intend to use, your mark.   

For the purposes of trade mark registration, Australia follows the 10th edition of the International (Nice) 
Classification of Goods and Services for the Purposes of Registration of Trade Marks, which groups 
goods and services into 45 classes. Look at the classes on the IP Australia website to work out which 
are suitable for you. It is important that the statement of goods and services on your application is 
properly drafted as on the one hand, if too narrow, it will limit the protection provided by the registered 
trade mark, and on the other, if worded too broadly, it may make your application or registration 
vulnerable to attack, for example on the basis of "non-use" of the mark. 

The most relevant classes for artists, creators, writers, composers, musicians and related industry 
members are: 

file://ARTSERVE/DOCS/PUBLICATIONS/INFORMATION%20SHEETS/INFO%20SHEET%20TEMPLATE/xeno.ipaustralia.gov.au/tmgoods.htm
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 Class 9 includes audio and audio visual equipment, CDs, tapes, records 

 Class 16 includes printed matter such as books, pictures and sheet music, photographs; 
stationery; artists' materials, instructional and teaching materials 

 Class 24 includes textiles and textile goods 

 Class 25 includes clothing, footwear, headgear 

 Class 41 includes entertainment, educational and cultural services which would cover film 
production, exhibition, curatorial and gallery services and live performances.  

Overview of the registration process 

You must apply to the Trade Marks Office to register a trade mark. You can file a paper application or 
apply online. As at December 2012, the fees for a paper application are $220 per class. A standard 
online application costs $120 or $200 per class depending whether or not you use IP Australia’s "Goods 
and Services Pick List". If you used the TM Headstart Service referred to above, you will have paid 
$120 per class for assessment and an additional $80 per class if you decide to go ahead and apply for 
registration of the assessed mark. Additional fees apply for certification and series marks. 

The application is examined by the Trade Marks Office to ensure that it complies with the provisions of 
the Trade Marks Act.  

If the Trade Marks Office Examiner considers that the application is not registrable, a report is sent to 
you stating why the trade mark should not be registered. There are a number of reasons why the Trade 
Mark Office may reject a trade mark application. The two main reasons are: 

 the trade mark is not distinctive and is considered to be incapable of distinguishing your goods 
and/or services from the goods and/or services supplied by other traders (for example, the mark 
"pens and paper" for stationery might be refused because it comprises words which other 
traders would, in good faith, also wish to use to describe the nature, character and quality of 
their competing stationery products); and 

 someone else has already registered or applied for a trade mark that is substantially identical or 
deceptively similar to your proposed trade mark. 

An initial refusal, however, does not necessarily mean that the trade mark will not eventually be 
accepted for registration, for instance, you may be able to argue successfully against the refusal by 
providing further evidence of eligibility or by amending the classes of goods and services. 

Once the Trade Marks Registrar considers the trade mark application unobjectionable, it is advertised in 
the Trade Marks Office Gazette as "accepted". However, there is then a three month period during 
which third parties can file a notice of opposition to the proposed registration. If opposed, there is an 
opposition process which must be followed which can result in the application being rejected even 
though the Examiner had initially accepted it. If there is no opposition or once any opposition has been 
dismissed, the Trade Marks Registrar will register the mark, provided an additional registration fee is 
paid (as at 1 July 2012, $300 per class).  

How long does registration last? 

A trade mark registration initially lasts 10 years from the date you filed the trade mark application. It can 
be renewed indefinitely by paying renewal fees ($300 per class for each successive 10 year period if 
paid online, and $350 per class for paper renewal). The life of a trade mark registration is therefore 
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potentially unlimited. Remember, though, that trade mark registration under the Trade Marks Act only 
has effect in Australia.  

Using your trade mark 

It is important to use your trade mark exactly as it is represented or recorded on your Trade Mark 
Certificate. If you registered a word or phrase, it can be used in any form or font: however if you 
registered a particular logo or words in a specific stylised font or form, you must use them only as 
registered. Trade marks can be removed from the Australian Trade Marks register if they have not been 
used in Australia for a specified period. Use your mark consistently and with the ® or ™ symbol.  

You can also deal with a registered trade mark, for example, by selling, mortgaging or permitting others 
to use it (licensing). Any assignment must be formally recorded on the Trade Mark Register. There 
should always be a written licence if you allow any other person to use your registered mark. A failure to 
have a formal licence agreement with appropriate quality and financial control over the activities of the 
licensee could lead to the loss of registration. For example, if one band member owns the trade mark 
for the band’s name, there should be a licence documenting the rights licensed to the other band 
members to use the name. 

Preventing others from using your trade mark 

Once your trade mark is registered, you can take action to prevent third parties from adopting and using 
the same or a similar trade mark and to obtain compensation for unauthorised use or infringement from 
that time. To be successful in an infringement action it is necessary to show that: 

 the infringing mark was used as a trade mark. That is, the infringing trade mark was being used 
to indicate a connection, in the course of trade, between certain goods or services and the 
(infringing) trader or service provider; and 

 the infringing trade mark is identical, substantially identical or deceptively similar to your 
registered trade mark; and 

 the goods or services (or both) in relation to which the infringing trade mark was used are the 
same or at least similar or closely related to the goods or services for which your trade mark is 
registered. 

There are a number of defences, including that the infringing mark had been in use since a date prior to 
the date on which your application was filed. If you think your trade mark is being infringed, it is wise to 
seek legal advice.  

In addition to a claim of infringement under the Trade Marks Act, you may also have an action at 
common law for passing off and an action under the Australian Consumer Law for misleading and 
deceptive conduct. These claims are usually harder to establish as they require proof that your mark 
has developed a reputation in the market – something which it is not necessary to prove in an 
infringement claim. 

Business names, company names and domain names 

There are separate registration systems for business names, company names and domain names 
(even though such names are likely to operate as trade marks and may also be registered as trade 
marks). 
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It is important to realise that the registration of domain name or a company or business name does not 
automatically prevent other people from using that name in their business. While no-one else will be 
able to register an identical or substantially identical company name, domain name or business name in 
the relevant State or Territory, it will not prevent a third party using the name as a brand or registering it 
as a trade mark. Registering a company name won’t necessarily prevent a third party registering the 
same name as a domain name and vice versa. Nor does the registration of a company or the 
registration of a business name give the company or business a property interest in the name.  

If you don’t have a registered trade mark, then whether or not it is possible to prevent a third party from 
using a name or mark which is similar or the same as your company, business or domain name will 
depend on whether your name has been used to such an extent that a reputation in the market has 
been developed. If so, you may have a common law trade mark which can be protected by an action for 
passing off or for misleading and deceptive conduct in breach of the Australian Consumer Law. Proving 
such reputation can be difficult. For this reason, it is advisable to secure trade mark registration for any 
valuable name, brand or sign. See also Arts Law's information sheet Protecting Your Professional 
Name.  

Further information 

 Australian Copyright Council (ACC) has published information sheets: 

o Logos: Legal Protection 

o Names, Titles & Slogans  

 Australian Securities and Investments Commission (ASIC) National Names Index can be 
accessed through their website 

 IP Australia telephone 1300 651 010 or their website  

Need more help? 

Contact Arts Law if you have questions about any of the topics discussed above  

Telephone: (02) 9356 2566 or toll-free outside Sydney 1800 221 457 

Also visit the Arts Law website for more articles and information sheets  

  

 

http://www.artslaw.com.au/info-sheets/info-sheet/protecting-your-professional-name/
http://www.artslaw.com.au/info-sheets/info-sheet/protecting-your-professional-name/
http://www.copyright.org.au/find-an-answer/
http://www.copyright.org.au/find-an-answer/
http://www.copyright.org.au/find-an-answer/
http://www.copyright.org.au/find-an-answer/
http://www.asic.gov.au/
http://www.ipaustralia.gov.au/
http://www.artslaw.com.au/
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Disclaimer 

The information in this information sheet is general. It does not constitute, and should be not relied on as, legal advice. The 
Arts Law Centre of Australia (Arts Law) recommends seeking advice from a qualified lawyer on the legal issues affecting you 

before acting on any legal matter. 

While Arts Law tries to ensure that the content of this information sheet is accurate, adequate or complete, it does not 
represent or warrant its accuracy, adequacy or completeness. Arts Law is not responsible for any loss suffered as a result of or 
in relation to the use of this information sheet. To the extent permitted by law, Arts Law excludes any liability, including any 
liability for negligence, for any loss, including indirect or consequential damages arising from or in relation to the use of this 
information sheet.  

© Arts Law Centre of Australia 2013 

You may photocopy this information sheet for a non-profit purpose, provided you copy all of it, and you do not alter it in any 
way. Check you have the most recent version by contacting us on (02) 9356 2566 or toll-free outside Sydney on 1800 221 457. 

The Arts Law Centre of Australia has been assisted by the Commonwealth Government through the Australia Council, its arts 
funding and advisory body. 

 


